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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 7/21/08 has been entered. 

The amendment of 7/21/08 has been entered. Claims 20-23 and 25-50 are pending. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 35-37 and 49-50 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. Claim 35 recites "A process for the preparation of an isocyanate composition comprising 
biuret functional groups, comprising the steps of (a) reacting at least on isocyanate monomer 
with an aminoalkylsilane to form an isocyanatoaalkylsilane and (b) reacting the 
isocyanatoalkylsilane with an isocyanate for form a biuret wherein when the composition 
comprises a compound having at least one biuret bond and at least one aminoalkylsilane unit, the 
amino porition of the aminoalkylsilane unit is an amino group of the biuret." It would appear 
that the beginning of the claim absolutely requires a compound having at least one biuret bond 
and at least one aminoalkylsilane unit. However, the language "when the composition comprises 
a compound having at least one biuret bond and at least one aminoalkylsilane unit" makes this 
requirement appear optional due to the recitation of "when". It is therefore unclear if the 
moieties required by the recited steps are required or if they are optional as implied by "when". 
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The recited method does not require any biuret functional groups in the recited reactants nor 
their formation. There is no process step recited that makes the argued biuret group. 

It is therefore unclear whether the claimed method requires the preamble limitation regarding 
biuret groups or is intended to have the full scope of the method claimed after the preamble, 
which does not require biuret groups. The applicant argues that the method requires the presence 
of a biuret group as defined in the specification. It is impermissible to read limitations from the 
specification into the claims. Given the Court's recognition that the applicant can be their own 
lexicographer, the lack of specific method steps or ingredients containing biuret, the claim 
language scope remains unclear for the above reasons. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such thai the subject mallei' as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 20-23, 25-34, and 38-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pat. No. 3903052 Wagner et al.. 

Wagner discloses a composition containing the instantly claimed polyisocyanate 
compositions at column 1, lines 5-70 and column 2, lines 1-31, particularly the formula of 
columns 1 and 2, lines 15-30 in which B is chosen such that A is chosen from the diamine of 
column 2, lines 15-16, the subscrips n, p, and c are chosen so as to give the instantly claimed 
number of aminoalkylsilane units and diamino units from the values of column 2, lines 1-7, 
wherein the carbamate, i.e. urethane, groups and biuret groups of the reference meet the instantly 
claimed groups which derive from isocyanate functional groups as well as in which the terminal 
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group Q is a diamine and/or in which Q' contains an isocyanate group. It is understood that such 
mixtures of polymeric molecules contain molecules that vary in molecular weight as evidenced 
by average molecular weight, functionality as evidenced by average functionalities of polymers, 
and monomer sequencing. The composition of the patentee will therefore necessarily have the 
instantly claimed at least two distinct compounds. Molecules outside the scope of those claimed 
are encompassed by "comprising". The patentee does not specify the instantly claimed 
parameters only. It would have been obvious to one of ordinary skill in the art to use the 
compounds of Wagner et al. having the instantly claimed parameters because they are 
encompassed by Wagner and would have been expected to give compositions having the 
properties described by Wagner. Based on the viscosities of column 14, lines 15-20, the 
compositions of the patentee are expected to have viscosities of the instant claim 32. 

6. Claims 35-37 and 49-50 would be allowable if rewritten or amended to overcome 
the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. The prior art 
does not disclose these claimed inventions nor provide rationale to modify the prior art 
disclosures into these inventions. 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patrick D. Niland whose telephone number is 571-272-1 121 . The examiner 
can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Patrick D Niland/ 



Primary Examiner, 
Art Unit 1796 



